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ON BRI EF

Bef ore WARREN, WALTZ, and SPI EGEL, Adninistrative Patent
Judges.

WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U . S.C. 8§ 134 fromthe
examner’s final rejection of clains 1 through 12, which are
all of the clainms in this application.

The | nvention

! Application for patent filed Novenber 1, 1994.
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According to appellants, the invention is directed to a

process for the synthesis of a hydrocarbyl bis(dihydrocarbyl

phosphate) by the reaction of an unstabl e hydrocar byl -
containing diol with a di hydrocarbyl hal ophosphate in the
presence of a Lewis acid catal yst where the renoval of
hydrogen hal i de by-product is enhanced by the presence of an
effective amount of a liquid hydrocarbon (Brief, page 2).
Claim1l is illustrative of the subject matter on appeal and is
attached as an Appendi x to this decision.
The Reference
The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:
Ni chol s 3,642, 959 Feb. 15, 1972
The Rejection
Clains 1 through 12 stand rejected under 35 U. S.C. § 103
as unpat entabl e over N chols (Answer, page 3, referring to
Paper Nos. 5 and 7).
Opi ni on
After careful consideration of the record, including the

opposi ng argunents in the exam ner’s Answer and appel | ants’
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Brief and Reply Brief, we agree with appellants that the
examner’s rejection is not sustainable for reasons which

f ol | ow.

| ndependent claim 1 on appeal recites, in Jepson-type form a
process of reacting a diol with a dihydrocarbyl hal ophosphate
in the presence of a Lewis acid catalyst to forma hydrocar byl
bi s(di hydrocar byl phosphate) product, wherein the inprovenent
conprises the presence of an effective amount of a liquid
hydr ocarbon to enhance the renoval of hydrogen halide by-
product, decrease the reaction tenperature, and increase the
yield and purity of the product.

The exam ner recogni zes that Nichols is not directed to
the reaction recited in claim1 on appeal but is directed to
“an anal ogous process that differs because it is not primarily
directed to producing products derived fromdiols, although
diols are listed anong suitable alcohols in colum 3, lines 61
and 62.” (Answer, page 4). The exam ner concludes that it

woul d have been obvi ous to use the hydrocarbon solvent in view
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of Nichols because the reactants and products of N chols and
appel l ants’ process are “structurally simlar” and N chols

di scl oses the sane probl em and solution as appellants (id.).
The exam ner states that N chols discloses a problemdue to

t he presence of by-product HO and his solution was to

i ncorporate a hydrocarbon solvent into the reaction mxture to

facilitate renmoval of HC upon refl ux.

Therefore, although the HC by-product m ght affect the
reactions differently, the process of N chols and the process
of appeal ed

claim1l both have the sanme problem and solution for HC
removal (Answer, pages 4-5).

W find that the disclosure of Nichols is directed to the
production of nonophosphates and there is no disclosure,
suggestion or teaching of the production of bis phosphates as
recited in claiml1l on appeal. The exam ner is correct that
Ni chol s di scl oses diols as a possible al cohol reactant (see
colum 3, lines 61-62) but Ni chols does not disclose, teach or

suggest that the additional hydroxy group of the diol is
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involved in any reaction. Nichols discloses that the al cohol
reactant is ROH where R may be hydroxyal kyl, and thus does not
teach that any second hydroxyl noiety will be involved in the
reaction since R remains unchanged (see the formul a ROH where
R may be hydroxyal kyl, at colum 3, lines 45-53, and the
product recited in claim1l at colums 5-6).

In addition, contrary to the exam ner’s assertion, the
probl em di scl osed by N chols would not have been rel evant to
appel l ants’ clained process. Nichols discloses that the

principal problemin the well known reaction to produce the

desi red net hyl di phenyl phosphate is that the “nethyl
substituent of the phosphate ester is far nore susceptible to
this adverse cl eavage reaction with hydrogen chloride than the
phenyl group”

and no practical way has been found to reduce this undesirable
cl eavage so that |arge scale commercial nmanufacture of this
conmpound coul d becone a reality (colum 1, line 44 - colum 2,
line 10). In appellants’ clainmed process, there would be no

possi bl e cl eavage of a nethyl substituent since the diol forns
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a |linkage between the two phosphate groups (see appellants’
specification, page 3, lines 1-16). Accordingly, one of
ordinary skill in the art, aware of the problem and sol ution
taught by Nichols, would not have been notivated to use the
teachings of Nichols in the different process as clainmed by
appel | ant s.

For the foregoing reasons, we determ ne that the exam ner
has not established a prima facie case of obviousness in view
of the reference evidence. Accordingly, the rejection of
claims 1 through 12 under 35 U. S.C. 8§ 103 as unpatentabl e over
Ni chols is reversed.

Remand to the Exam ner
Upon a review of the record, this application is renmanded

to the exam ner for appropriate action as noted bel ow

The examner’s rejection in Paper No. 3, dated April 4,
1995, included a rejection of all the pending clains under §
103 as unpatentable over Albright (U S. Patent No. 4, 133, 846,
i ssued Jan. 9, 1979) or Zama (U.S. Patent No. 4, 343,732,

i ssued Aug. 10,
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1982). These rejections were withdrawn in view of applicants’
argunents (see page 4, Final Rejection, Paper No. 5, dated
Sept. 6, 1995). However, upon the return of this application
to the jurisdiction of the exam ner, the exam ner should
review Al bright and Zana, and conpare the scope of the clained
subject matter with the disclosure and teachi ngs of Al bright
and Zama. The exam ner should note that Al bright and Zana are
directed to the sanme process recited in the Jepson-type
preanbl e of appellants’ clainms and both references teach the
optional use of |iquid hydrocarbon solvents (see Al bright,
colum 4, lines 45-49; Zama, colum 4, lines 21-22). Although
neither Al bright nor Zama di scl ose exanples directed to liquid
hydr ocar bon sol vents, the exam ner shoul d consider that the
exanples of a reference are not the only teaching but all of a
reference is available for what it clearly teaches. 1In re
Wdner, 353 F.2d 752, 757, 147 USPQ 518, 523 (CCPA 1965). The
exam ner should al so consider the totality of the record,

i ncludi ng the disclosure and teachings of the references

wei ghed agai nst appell ants’ argunents and evi dence of

unexpected results (see Exanples 6-10 with Runs 6-11 on page 8
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of the specification). Any probative conparative results nust
be
commensurate in scope with the claimed subject nmatter,? have
all variables fixed except the one proposed to show unobvi ous
results,® and nust establish that the results are truly
unexpect ed.

Accordingly, this application is remanded to the exani ner
for review and consideration of the foregoing matters.

Sunmary

The rejection of clains 1 through 12 under 35 U S.C. 8§
103 as unpatentable over N chols is reversed.

The decision of the exam ner is reversed. This
application is remanded to the exam ner for appropriate action

as noted above.

’2ln re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA
1980).

3in re Dunn, 349 F.2d 433, 439, 146 USPQ 479, 483 (CCPA
1965) .
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This application, by virtue of its "special" status

requires an imedi ate action. Mnual of Patent Exam ning

Pr ocedur e
8§ 708.01 (7th ed., July 1998).

REVERSED/ REMANDED

CHARLES F. WARREN
Adm ni strative Patent Judge

THOVAS A, WALTZ
Adm ni strative Patent Judge

CAROL A. SPI EGEL
Adm ni strative Patent Judge
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APPENDI X

Claiml. 1In a process for the synthesis of a hydrocarbyl

bi s(di hydrocar byl phosphate) which conprises the reaction of
an unstabl e hydrocarbyl -containing diol with a di hydrocar byl
hal ophosphate in the presence of a Lews acid catalyst,
wherein the i nprovenent conprises the additional presence of
an effective anount of a |iquid hydrocarbon to enhance the
renmoval of hydrogen halide by-product and decrease the
reaction tenperature while increasing the yield and purity of
hydr ocar byl bi s(di hydrocar byl phosphate).

11
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